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Applicant's response of 10/10/06 has been entered. The examiner will address 
applicants remarks at the end of this office action. 

1. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

2. .Claims 41-44 are rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. The examiner believes that the scope of the 
means plus function language used in claim 44 includes human beings. As an 
example, for claim 41 , with respect to the limitation of "means for choosing a peer using 
the response", the examiner believes that this limitation can include a human being, 
which renders the claims non-statutory. As is discussed in the 1 12,2"^ rejection, it is not 
clear as to what the scope of the means language is, but absent any guidance from the 
specification that this limitation is not a human and taking into account the broadest 
reasonable interpretation, the examiner has concluded that this limitation includes a 
human being in its scope. The same is true for the other means limitations. The 
functions that are recited for the 1 12,6th limitations all can be performed by a human 
being. The means for requesting a remaining portion of the service request from the 
peer can also be a human being. The claims are found to be non-statutory because 
they have a scope that includes human beings. 
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3. The following is a quotation of the first paragraph of 35 O.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the Inventor of carrying out his invention. 

4. Claims 22-25,32-44, are rejected under 35 U.S. C. 1 12, first paragraph, as failing 
to comply with the enablement requirement. The claim(s) contains subject matter which 
was not described in the specification in such a way as to enable one skilled in the art to 
which it pertains, or with which it is most nearly connected, to make and/or use the 
invention. 

Applicant has claimed an apparatus or a system that has a server and a second 
electronic device, where the 2"^ electronic device is to receive a service request from a 
first electronic device, to "fulfill a portion of the service request", and to find a 3^^ 
electronic device to send a remaining portion of the service request to. In the instant 
specification applicant has disclosed that the "services" may comprise both goods and 
services, very broad language left open to anything. The examiner does not feel that 
the specification provides an enabling disclosure of how the electronic device actually 
fulfills the service request and finds another electronic device that can fulfill a remaining 
portion of the service request. Because the scope of the claims allow for the service 
request to be a request such as a request to have a clothes washer fixed, or to be a 
request to have a furnace fixed, how does the electronic device(s) fulfill the service 
request? One of skill in the art would not know how to go about making an electronic 
device that can fulfill a service request such as fixing a furnace in the home of a 
customer or fixing a clothes washer. How does the electronic device go to the home of 
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the customer and fix the furnace? This is more or less what the claims are reciting. 
There is insufficient teaching as to how the electronic device is made so that it can 
actually fulfill any kind of service request. The examiner also does not see any kind of 
sufficient disclosure that would enable one of skill in the art to make an electronic device 
so that it can find another electronic device to fulfill the remaining portion of the service 
request. How is this done? If the service request is to have the oil changed in a car 
and the air conditioning serviced, how does the 2"^ electronic device change the oil? 
One of skill in the art would have no idea how to make the 2"^ electronic device perform 
such as activity. How does the electronic device know that a given automotive service 
provider can change the oil but cannot do the AC service, and from there, how does the 
2"^ electronic device then find another electronic device that can perform the AC 
servicing? How then does the 3'^ electronic device perform the AC servicing? This is 
not taught in the instant specification. The examiner does not feel that one of skill in the 
art after reading the disclosure would be able to make the apparatus or system as 
claimed so that it can perform the recited intended use. The claims are not enabled by 
the specification. 

5. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

6. Claims 41-44 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 
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For claim 41 , applicant is using means plus function language (1 12,6^^) to define 
the invention. Upon consulting the specification for guidance on what specific structure 
or acts are covered by the claimed means plus function limitations, the examiner finds 
that it is not clear as to what structure is covered by the recited means language. The 
specification must make it reasonably clear to one wishing to avoid infringement what 
structure is covered by any means plus function language used in the claims. In the 
instant case, upon consulting the specification for guidance on the scope of the means 
plus function language, it is not clear what structure is covered by this language. As an, 
example, what structure is covered by the language "means for receiving a service 
request and fulfilling a portion of the service request"? What single structural element 
performs both of these functions? This is not clear. The means to receive the service 
request might possibly be a modem and/or modem driver software, but what is the 
element that not only receives the service request, but also fulfills a portion of the 
request? What one structural element does both of these functions? This is not clear. 
What is the means for receiving a response to the registry? It Is not clear as to what 
structure is covered by this language. Is this an internal communication bus of some 
kind? What is the means for choosing a peer? Is this possibly a human being? Is this 
just software code? What structure performs the step of choosing a peer? One wishing 
to avoid infringement would not know what structure is covered by the claimed 1 12,6^^ 
means plus function language; therefore the claims are considered indefinite. 
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7. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
states. . 

8. Claims 22-25,32-35,39-41,43, are rejected under 35 U.S.C. 102(b) as being 
anticipated by Rondeau (5850433). 

For claims 22,32, Rondeau discloses an online service directory where a 
customer can search for a desired service by using a first electronic device (a 
computer), There is a registry server (28 and 14) that contains descriptive information 
about services that are available and that satisfies what is claimed. The 2"^ electronic 
device is 18. The network/network adapter is 32. With respect to the language reciting 

that the 2"^ electronic device is "to fulfill a portion of the service request received and 

to send a remaining portion of the service request to a 3^^ electronic device..." a 
recitation of the intended use of the claimed invention must result in a structural 
difference between the claimed invention and the prior art in order to patentably 
distinguish the claimed invention from the prior art. If the prior art structure is capable of 
performing the intended use, then it meets the claim. In a claim drawn to a process of 
making, the intended use must result in a manipulative difference as compared to the 
prior art. See In re Casey, 370 F.2d 576, 152 USPQ 235 (CCPA 1967) and In re Otto, 
312 F.2d 937, 939, 136 USPQ 458, 459 (CCPA 1963). In this case, the claimed 
intended use imparts no further structure to the claim and is solely directed to the 
intended manner of use. Applicant should take notice that all the claim recites 
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structurally is a server, a registry, and an electronic device (singular). This is 
anticipated by Rondeau. Concerning the ability of the electronic device of Rondeau to 
perform the claimed intended use, the examiner notes that the claims do not require 
that there is no human interaction involved in the fulfilling of the service request and in 
the finding of a 3"^ electronic device. The electronic device of Rondeau is fully capable 
of being used by a human being to fulfill a portion of a service request (can be the 
ordering of goods fronri an online merchant) and to find another provider that can 
perform a given service. The electronic device of Rondeau can be used in a manner 
claimed due to the fact that a human being can be the one actually instructing the 
electronic device on what to do. 

For claims 23-25,33-35,40, these claims are reciting the intended use of the 
apparatus and are also anticipated by Rondeau for the same reasons as explained with 
respect to claims 22,32. There is no 3"^^ electronic device in the scope of the claims 
because the 3^^ electronic device is only claimed in a function sense (it is just part of the 
intended use of the 2"^ electronic device). Applicant has not positively claimed that 
there is in fact another electronic device in the apparatus or system that is being 
claimed. 

For claim 41 . as best understood by the examiner due to 1 12,2"^ issues. 
Rondeau discloses a means for receiving a service request (modem and/or driver 
software): The means to send a registry request to the registry server is inherent to 
Rondeau. Because Rondeau sends a search request to the server to locate a service 
provider, there must necessarily be a means to send a registry request to the server as 
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claimed. Also inlierent is the means to receive a response from tlie registry server. If 
you send a request to the server and receive a response as is done in Rondeau, there 
must necessarily be a means to receive a response as claimed. The means for 
choosing a peer is the portion of the search programming that selects appropriate peers 
from the listing contained in the server. The means for requesting a remaining portion 
of the service request from the peer is the customer computer. The customer is fully 
capable of using their computer to send a request to the peer that was identified from 
the server. 

For claims 39,43, the examiner wants to point out that the actual service request 
itself is not part of the scope of the claims and is not a positively claimed element, so 
reciting what format it has is not really reciting any further structure to the system or is 
not reciting any further structure to one of the recited elements of the system. The 
service request is not positively claimed as a claimed element and is not even a real 
work structural thing. The service request is just what the claimed apparatus or system 
is used with but is not part of the apparatus or the system. Rondeau satisfies what is 
claimed. 

9. The following is a quotation of 35 U.S.C. 103(a) which fomris the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not Identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the inanner in which the invention was made. 
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10. Claim 36-38,42,44, are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Rondeau (5850433). 

For claims 36,37,42,44, Rondeau does not disclose that the registry server is 
implemented in XML and that the format of the messages/requests is XML. XML is a 
well-known language that was developed to make sharing of information on the Internet 
easy. This kind of language is old and well known to one of ordinary skill in the art, and 
the examiner takes official notice of this fact. It would have been obvious to one of 
ordinary skill in the art at the time the invention was made to have Rondeau use 
Extensible Markup Language so that the sharing of information can be easy as the 
creators of XML envisioned. 

For claims 37 (even though it has been addressed immediately above), the 
examiner wants to point out that the actual service request itself is not part of the scope 
of the claims and is not a positively claimed element, so reciting what format it has is not 
really reciting any further structure to the system or is not reciting any further structure 
to one of the recited elements of the system. The same applies to claim 39. The 
service request is not positively claimed as a claimed element and is not even a real 
work structural thing. The service request is just what the claimed apparatus or system 
is used with but is not part of the apparatus or the system. Rondeau satisfies what is 
claimed. 

For claim 38, Rondeau does not disclose that the registry server is implemented 
in EDI. EDI is a well-known computer language that is old and well known to one of 
ordinary skill in the art, and the examiner takes official notice of this fact. It would have 
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been obvious to one of ordinary skill in the art at tlie time the invention was made to 
have Rondeau use Electronic Data Interchange (EDI) language because one of 
ordinary skill in the art would recognize that language as one of the choices available 
and because it is known to work. EDI, just like XML, is old and well known in the art 
and is obvious to one of ordinary skill in the art. 



1 1 . Applicant's arguments filed 10/10/06 have been fully considered but they are not . 
persuasive. , 

With respect to the traversal of the 112,1^^ rejection, it is found to be non- 
persuasive. Applicant has argued that the scope of the claims does not include the 
situation where the request for service is for to have a clothes washer fixed, which is 
what the enablement rejection is in part based on. Applicant has argued that the term 
"service request" as used in computer arts has a particular meaning with a particular 
format. Applicant further has argued that "as used in the instant application", the 
services requested are services that can be performed at least partially by the electronic 
device receiving the request for service. With respect to the term "service request" and 
the argument that this term has a recognized meaning in the computer arts, no 
evidence to support this position has been provided to the examiner for review and 
applicant has not actually explained to the examiner exactly what this term requires. If 
this term has a particular meaning in the computer arts, an explanation of what that 
meaning is should have been presented. With respect to the argument that the 
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specification discloses that the services are services that can be partially performed by 
an electronic device, where is this set forth in the specification as originally filed? The 
specification as originally filed on page 3 states "As used herein "services" may 
encompass both goods and/or services". This is a non-limiting definition for the term 
"services" so the argument that the term "service request" does not have a scope that 
includes a request for service for a clothes washer is non-persuasive and is not 
commensurate with the scope of the specification as originally filed. The originally filed 
specification allows for the services that are being requested to be any kind of services. 
The specification does not support the claim language interpretation that applicant has 
argued. The claims are still considered to be non-enabled for the reasons set forth by 
the examiner in the rejection of record. 

Applicant has further argued that with respect to the second electronic device, 
the service request may be considered partially fulfilled by simply sending a response to 
the service request. The examiner disagrees with this statement. Simply sending a 
response to the service request is not seen as constituting a partial fulfillment of the 
service request itself. The examiner does not agree that a response to a service 
request can be considered as a partial fulfillment of the services that were requested. 
No service has even been provided by just sending a response, the problem that the 
customer is having is not even partially fixed by just a response. Applicant's argument 
does not address how the 3"^ electronic device will go about and fulfill the request to 
have a clothes washer fixed, as is claimed (see claim 23). Applicant is reciting that an 
electronic device is fulfilling the service request, but one of skill in the art would not be 
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able to make the claimed invention (how does the electronic device fix the clothes 
washer?) because applicant has not disclosed how they fulfill the service request with 
an electronic device, when the service request is for any kind of goods or services 
(which is what the specification discloses). 

Concerning the traversal of the 102 rejection, the argument is found to be non- 
persuasive. Applicant has argued that they see no basis in fact that would support the 
assertion that Rondeau could respond partially to the request for a phone number, 
passing the remained of the request to another device. The language "to fulfill a portion 
of the service request received from a first electronic device, and to send a remaining 
portion of the sen/ice request to a third electronic device found using the registry server" 
is directed to the intended use of the claimed apparatus. The claimed intended use 
imparts no further structure to the claim and is solely directed to the intended manner of 
use. Concerning the ability of the electronic device of Rondeau to perform the claimed 
intended use, the examiner notes that the claims do not exclude human interaction in 
the fulfilling of the service request and in the finding of a 3^^ electronic device. The 
electronic device of Rondeau is fully capable of being used by a human being to fulfill a 
portion of a service request (can be the ordering of goods from an online merchant) and 
to find another provider that can perform a given service. The electronic device of 
Rondeau can be used in a manner claimed due to the fact that a human being can be 
the one actually instructing the electronic device on what to do. Rondeau is fully 
capable of what is claimed because a human being can use the second electronic 
device to send the service request to a third electronic device. Applicant has trying to 
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get apparatus claims allowed based on the intended use of the recited structure. If the 
prior art structure is capable of performing the intended use, then it meets the. claim. In 
a claim drawn to a process of making, the intended use must result in a manipulative 
difference as compared to the prior art. See In re Casey, 370 F.2d 576, 152 USPQ 235 
(CCPA 1967) and /n re Otto, 312 F.2d 937, 939, 136 USPQ 458, 459 (CCPA 1963). 

With respect to the 103 rejection, applicant has correctly noted that the examiner 
has taken official notice; however, applicant's traversal is not adequate and is not 
persuasive. To be a proper challenge to the taking of official notice, applicant must set 
forth "the supposed errors in the examiner's action, which would include stating why the 
noticed fact is not considered to be common knowledge or well known in the art\ see 
MPEP 2144.03. Applicant has not actually stated that the facts asserted by the 
examiner to be well known are not well known in the art. In fact, applicant never 
actually stated that they disagree with the statement by the examiner that XML is well 
known. Applicant's traversal just amounts to a request for a cited document that 
supports the taking of official notice, which is not an adequate traversal. Because 
applicant has failed to set forth an adequate traversal to the taking of official notice in 
the rejection of record, the statements of fact set forth by the examiner are taken to be 
admitted prior art. 

12. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
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§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

1 3. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Dennis Ruhl whose telephone number is 571-272-6808. 
The examiner can normally be reached on Monday through Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, John Weiss can be reached on 571-272-6812. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more infomnation about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA ORCANADA) or 571-272-1000. 




DENNIS RUHL 
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